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(1) Real Party in Interest 

The real parties in interest are Sony Corp. and Sony Electronics Inc. 

(2) Related Appeals/Interferences 

No other appeals or interferences exist which relate to the present application or appeal. 

(3) Status of Claims 

Claims 1, 3, 5 f 6, 12, 13, 15, and 17-19 are pending and finally rejected* which rejections are 
appealed, and claims 2, 4, 7-11, 14, )6, and 20-27 have been canceled. 

(4) Status of Amendments 

An amendment canceling claims 7-11 has been filed. 

(5) Summary of Claimed Subject Matter 

As an initial matter, it is noted that according to the Patent Office, the concise explanations under this 
section are for Board convenience, and do not supersede what the claims actually state, 69 Fed. Reg. 155 
(August 2004), see page 49976. Accordingly, nothing in this Section should be construed as an estoppel that 
limits the actual claim language. 

Claim 1 recites a system for returning recommendations related to a recorded program that includes 
a DVD player (22, figure 1 ; page 5, line 2) for playing a disk containing media-stored content including (ext. 
The system also includes a TV (12, figure 1, page 4, line 3) communicating with the DVD player, and a 

1 168-4 LAPP 
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personal video recorder (PVR) (31 T figure 1, page 6, line 6) including a processor (28, figure 1, page 6, line 
3) coupled to the TV and receiving the media-stored content. The processor accesses a database (30, figure 
1> page 6, line 4) to return recommendations based at least partially on a viewer-selected portion of the text 
or to record at least one broadcast program based at least partially on a viewer-selected portion of the text 
(discussion on page 8). 

Claim 12 sets forth a system for linking content to viewing and/or shopping recommendations that 
includes means (e.g., input device 26, figure 1, page 5, line 21) for selecting alpha numeric characters that 
are part of a DVD content, and means (e.g., the processor supra) for receiving the alpha numeric characters. 
Means (e*g,, the processor supra) are responsive to the means for selecting for automatically accessing a 
source of recommended viewing and/or shopping, 

(6) Grounds of Rejection to be Reviewed on Appeal 

(a) Claims 1 and 3 have been rejected under 35 U.S.C. §103 as being unpatentable over 
Mankovitz, USPN 5,541,738 in view of official notice. 

(b) Claims 5 and 6 have been rejected under 35 U.S.C. §103 as being unpatentable over 
Mankovitz in view of Killian, USPN 6,163,316 and official notice. 

(c) Claims 12, 15, and 17-19 have been rejected under 35 U.S.C. §102 as being 
anticipated by Killian. 

(7) Argument 



1 163-4 LAPP 
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As an initial matter, it is noted that according to the Patent Office* a new ground of rejection in an 
examiner's answer should be "rare*, and should be levied only in response to such tilings as newly presented 
arguments by Applicant or to address a claim that the examiner previously failed to address* 69 Fed, Reg. 
155 (August 2004), see, e.g., pages 49963 and 49980. Furthermore, a new ground of rejection must be 
approved by the Technology Center Director or designee and in any case must come accompanied with the 
initials of the conferees of the appeal conference, id. # page 49979, 

Appellant gratefully acknowledges that the examiner and her primary have reviewed this case after 
final. Appellant understands that they have concluded that the application contains no patentable subject 
matter. Accordingly, it is expected that having already given the application extra review, no need will exist 
to reopen prosecution, and an Examiner's Answer will be filed and the case sent to the Board. 

(a) Mankovitz uses a VCR to record a broadcast EPG so that a user can select from the EPG future 
programming for recording. In contrast, Claim 1 allows a user to select content from a DVD (which 
typically does not include EPG content), and the disk-borne content is then used by a PVR to return viewing 
recommendations and/or to schedule recording. 

There are several difficulties with the rejection, the first being that is not clear what the examiner is 
relying on in Mankovitz for which claim elements. The only specific portions of Mankovitz that the rejection 
points to are figure 7 and col. 10, lines 40-51 » but this simply shows and discusses the EPG that is recorded 
on the VCR. It is thus not apparent what the examiner is relying on as being the alleged "personal video 
recorder" mentioned in the first line of page of 3 the Office Action- In tact, Mankovitz does not appear to 
teach a PVR or a DVD. 

life* LAPP 
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The second difficulty is that official notice has been taken of DVDs "for the purpose of playing and 
displaying media content retrieved from disk as specified in claim 1 *\ proposing to replace component 40 (the 
VCR tape) of Mankovitz with a DVD. This difficulty is multi-faceted. First, if the VCR of Mankovitz is 
replaced with a DVD, then what in Mankovitz is left to establish the claimed PVR? Second, Claim 1 does 
not simply specify playing content from a DVD as alleged in the taking of official notice; it specifies allowing 
a user to select text from the DVD and then returning a viewing recommendation or scheduling a recording 
based on the selection. Third, because Mankovitz envisions using a broadcast EPG, replacing a broadcast 
recorder like a VCR with a read-only DVD would not work in Mankovitz, thus establishing an improper 
modification to Mankovitz, see MPEP §2143.01 (citing In re Gordon) . Accordingly, setting aside for the 
moment the issue of the legitimacy of the taking of official notice, three reasons exist why the officially 
noticed fact still would not result in Claim 1. 

Turning to the issue of the legitimacy of the taking of official notice, MPEP §2144.03 advises that 
the taking of official notice can be taken only of facts that "are capable of instant and unquestionable 
demonstration as to defy dispute", giving, as an example, adjusting flame intensity as needed for heat. 
According to the MPEP, official notice "is permissible only in some circumstances", and should be "rare" 
in final rejections. In any case, according to the MPEP official notice is most inappropriate of technical facts 
in areas of esoteric technology or of specific knowledge of the prior art. Still further , "ordinarily there must 
be some form of evidence in the record to support an assertion of common knowledge", and "general 
conclusions concerning what is basic knowledge without specific factual findings will not support an 
obviousness rejection. M 
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It must be noted in addition that the question is not just whether various elements are well known, 
but also where the prior art supplies the motivation to combine the allegedly well-known features with the 
rest of the claimed elements. That is, regardless of how an element is identified in the prior art, i.e., using 
a reference or "official notice", the remaining task for an examiner is to show why the prior art suggests the 
element in the combination claimed. 

Plainly the standards in the MPEP for taking official notice have not been met in the final rejections ► 
Appellant is not claiming a DVD in a vacuum. Appellant is claiming it for a new purpose - allowing a user 
to make a selection from DVD content that can be used to return viewing recommendations or to schedule 
recording* These uses of DVDs are hardly the types of facts that "are capable of instant and unquestionable 
demonstration as to defy dispute." 

Not only is this new use of the DVD a poor candidate for dismissing by die expedience of "official 
notice", but regardless of where a teaching of a DVD originates there is no fair prior art suggestion to 
substitute a DVD for Mankovitz* VCR because it would then seem that recording the broadcast EPG as 
required by Mankovitz would be rendered problematic. Without evidence that at the time the present 
invention was made it was known thai DVDs receive and record broadcast EPGs, the examiner has not 
complied with MPEP §2142 (to establish a prima facie case of obviousness, an examiner must identity a 
suggestion to modify the cited referenced) as proposed by the Examiner to arrive at the instant claimed 
invention, and set forth why the Examiner believes that a reasonable expectation of success exists for the 
proposed modification of the references which would be necessary to arrive at the claimed subject matter.) 
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(b) In addition to the reasons above, dependent Claims 5 and 6 are further patentable because die 
examiner has interpreted the claimed "database" to be the broadcast station itself (page 4, last three lines of 
Office Action), whereas it does not appear from the relied-upon figure 1 of Killian that broadcast content is 
received from anything other than a conventional broadcast source, as opposed to the Internet. Accordingly, 
combining Killian with Mankovitz and official notice as the references have been interpreted in the Office 
Acdon fails to reach Claims 5 and 6» wherein the "database" is received from a WAN. 

(c) Jn Killian, an EPG applet 70 with viewer profile 80 is downloaded from the Internet and run on the 
JAVA platform 12, col. 8 T lines 5-8 and figures 1 and 3. It is not borne on a DVD much less is it alpha- 
numeric content on a DVD as recited in Claim 12. In short, nothing in Killian remotely suggests recording 



or recommending content based on a user selecting text from a DVD or other player. 



Respectfully submitted, 



John L. Rogitz 
Registration No. 33,549 
Attorney of Record 
750 B Street, Suite 3120 
San Diego, CA 92101 
Telephone: (619) 338-8075 




JLR;jg 



IttfMl.AM' 



PAGE 10/14 ' RCVD AT 4/10/2008 2:54:46 PM [Eastern Daylight Time] ' SVR:USPT0-EFXRF-1/11* DNIS:2738300' CSI0:161 93383073 ' DURATION (mm-ss):03-OS 



FROM R'OGITZ 61 9 338 8078 



(MON) APR 1 0 2006 1 1 : 54/ST. 1 1 : 51 /No. 6833031 026 P 11 



CASE NO*: 50R4615 
Serial No.: 09/898,422 
April 8, 2006 
Page 8 



PATENT 
Filed: July 2, 2001 



APPENDIX A - APPEALED CLAIMS 

1 . A system for returning recommendations related to a recorded program, comprising: 
a DVD player for playing a disk containing media-stored content including text; 
a TV communicating with the DVD player; and 

a personal video recorder (PVR) including a processor coupled to the TV and receiving the 
media-stored content, the processor accessing at least one database to return recommendations based 
at least partially on a viewer-selected portion of the text or to record at least one broadcast program 
based at least partially on a viewer-selected portion of the text, 

3. The system of Claim 1, further comprising an input device manipulable to establish the 
selected portion. 

5. The system of Claim 1, wherein the database is updatable with information available on a 
wide area computer network (WAN), 

6. The system of Claim 5, wherein the processor accesses the WAN to update the database. 

12. A system for linking content to viewing and/or shopping recommendations, comprising: 
means for selecting alpha numeric characters that are part of a DVD content; 

means for receiving the alpha numeric characters; and 

means responsive to the means for selecting for automatically accessing a source of 
recommended viewing and/or shopping. 

13. The system of Claim 12, further comprising means for storing at least some of the content. 
15. The system of Claim 12, wherein the means for selecting is a user input device. 

I16M1.AFP 
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17. The system of Claim 12, wherein the means for receiving includes a personal video recorder 

(PVR). 

18. The system of Claim 12, wherein the source of recommended viewing and/or shopping 
communicates with a WAN. 

19. The system of Claim 12, further comprising media player means for playing media-stored 
content on a storage medium and sending the media-stored content to a television. 
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APPENDIX B - EVIDENCE 

None (this sheet made necessary by 69 Fed. Reg. 155 (August 2004), page 49978.) 
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APPENDIX C - RELATED PROCEEDINGS 

None (this sheet made necessary by 69 Fed. Reg. 155 (August 2004), page 49978.) 
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